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NEW GEOGRAPHICAL INDICATIONS AGREEMENT WILL AFFECT TRADE MARK 

STRATEGIES 

Dr John Barker, John Barker Law 

 

Geographical indications (or “GIs” as they are commonly known) tend to be regarded as a niche area 

of intellectual property law; mainly of relevance for a handful of specialty alcoholic beverages and 

cheeses. A recently signed international agreement has the potential to make GIs a key consideration 

in any international trade mark strategy not only for specialty food and beverages but a wide range 

of goods and services.  

What is the Geneva Act? 

The Geneva Act of the Lisbon Agreement on Appellations of Origin and Geographical Indications was 

adopted on 20 May 2015. It is a plurilateral treaty-level agreement under the auspices of the World 

Intellectual Property Organisation (WIPO) which creates an international system of registration and 

protection for geographical indications and appellations of origin that is available for all types of 

speciality product– not just food and beverage or agricultural products.  

Among signatory countries, the Geneva Act will expand the scope of international protection for 

geographical indications significantly beyond the provisions of the WTO Agreement on Trade Related 

Aspects of Intellectual Property Rights (TRIPs).   

The Geneva Act was negotiated between the parties to the little-regarded Lisbon Agreement for the 

Protection of Appellations of Origin and their International Registration of 19581  which established the 

existing International Register of Appellations of Origin to protect a narrowly defined sub-set of 

geographical indications.  

Because, the “appellation of origin” concept does not have a counterpart in the legislation of many 

countries, the Lisbon Agreement had failed to attract many members. Only 28 countries have signed 

up: mainly Mediterranean countries of the European Union and their former colonies, former 

Communist states of Eastern Europe, and a few outliers such as North Korea, Iran and Cuba.  

The aim of the Geneva Act is to modernise and expand the scope of the Lisbon Agreement, with the 

intent of attracting new signatories. (The Geneva Act is a separate agreement from the Lisbon 

Agreement, although both agreements will be administered together by WIPO and there are 

overlapping protections between them.) 

The adoption of the Geneva Act has not been without controversy. This was due in part to its stance 

on the highly contested international debate about how far GI rights should extend; and in part to the 

fact that countries that were not party to the Lisbon Agreement were excluded from the final vote on 

amendments to and adoption of the Act. New Zealand was among the countries that petitioned 

unsuccessfully for a change in process to allow non-Lisbon Agreement countries to participate in the 

substantive voting process. 

What does the Geneva Act apply to? 

The Geneva Act applies to “appellations of origin” and “geographical indications”.  

Appellations of origin are defined as: “any denomination protected in the Contracting Party of Origin 

consisting of or containing the name of a geographical area, or another denomination known as 

referring to such area, which serves to designate a good as originating in that geographical area, 

where the quality or characteristics of the good are due exclusively or essentially to the 

geographical environment, including natural and human factors, and which has given the good its 

reputation”2

                                                           
1 The Lisbon Agreement was revised at Stockholm in 1967.  It entered into force on September 25, 1966. 
2 Art. 2(i), Geneva Act. 
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Geographical indications are defined as: “any indication protected in the Contracting Party of Origin 

consisting of or containing the name of a geographical area, or another indication known as 

referring to such area, which identifies a good as originating in that geographical area, where a given 

quality, reputation or other characteristic of the good is essentially attributable to its geographical 

origin.”3 

These definitions are particularly significant because they contains two specifications that are not 

found in the definition of GIs in TRIPs. First, it requires that the GI must be protected in the country 

of origin. It is a matter of debate whether this adds to or clarifies the TRIPs definition.  

Second, it adds the words “consisting of or containing the name of a geographical area, or another 

denomination known as referring to such area”. This means GIs and AOs can include compound 

names that include more than simply the name of a geographical area (e.g. “Brunello di Montalcino”) 

as well as  denominations that are not necessarily a geographical name in themselves but are 

“known as referring to” a geographical area (e.g. “Parmesan” or “Feta”). 

Registration under the Geneva Act 

Under the Geneva Act, WIPO will maintain an International Register that contains the existing AOs 

registered under the Lisbon Agreement and the GIs and AOs registered under the new Geneva Act.4 

Applications for inclusion of new AOs/GIs are to be made by the competent authority in the country 

of origin, although individuals or organisations representing the rights of GI/AO beneficiaries may 

apply if permitted by their domestic rules.5 

WIPO is obliged to register an application made in due form.6 There is no process for scrutiny of an 

application by WIPO other than as to due form; nor is there any opposition procedure. Registrations 

are valid indefinitely, unless cancelled.7 

Each party is entitled to refuse protection of an AO/GI within their territory. This is done by 

notifying WIPO within one year of the notification of registration of the AO/GI in question.8 The 

notification must set out the grounds for refusal, although the nature of possible grounds for refusal 

is not specified in the Geneva Act arguably leaving a wide discretion on this point. 

Parties are required to provide a reasonable opportunity to those who would be affected by a 

registration to request the competent authority to notify a refusal.9 It is not specified that this 

opportunity should be extended to non-nationals whose rights in a given market might be affected 

by a registration. Certainly, this is not excluded by the broad language used (“anyone whose 

interests would be affected”); although it is notable that there is no explicit national treatment 

requirement in respect of requesting a refusal.  

In any event, it may not be a simple task – whether as a national or non-national – to convince a 

government to notify a refusal of protection.  

By contrast, it is explicitly specified that interested parties affected by a refusal should have the 

same remedies available to them as are available to nationals.10 This could allow AO/GI beneficiaries 

aggrieved by a refusal of protection to challenge the refusal, for example by judicial review if that 

remedy was available in the jurisdiction. 

How are registered GIs/AOs protected? 

Parties to the Geneva Act undertake to protect registered AOs/GIs “within [their] own legal system 

and practice but in accordance with the terms of [the] Act”.11 Parties are free to choose the type of 

legislation under which AOs/GIs are protected provided that the substantive requirements of the 

Act are met.12 The obligation to protect registered AOs/GIs is without prejudice to obligations under 

other international instruments.13 

                                                           
3 Art. 2(ii), Geneva Act. 
4 Art. 4, Geneva Act. 
5 Art. 5, Geneva Act. 
6 Art. 6(1), Geneva Act. AOs already registered under the Lisbon Agreement will be treated as registered under the Geneva Act, albeit with an extension 
of the time limit for refusals for newly acceding parties. 
7 Art. 8, Geneva Act. Cancellation is obligatory if the AO/GI is no longer protected in the country of origin. 
8 Art. 15, Geneva Act. 
9 Art. 15(3), Geneva Act. 
10 Art. 15(5), Geneva Act. 
11 Art. 9, Geneva Act.  
12 Art. 10(1), Geneva Act. 
13 Art. 10(3), Geneva Act. 
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Parties are obliged to provide the legal means to prevent: 

a. use of the AO/GI in respect of goods of the same kind as those to which the AO/GI applies, 

not originating in the geographical area of origin or not complying with any other applicable 

requirements for using the appellation of origin or the geographical indication;  and 

b. use of the AO/GI in respect of goods that are not of the same kind as those to which the 

AO/GI applies or services, if such use would indicate or suggest a connection between those 

goods or services and the beneficiaries of the appellation of origin or the geographical 

indication, and would be likely to damage their interests, or, where applicable, because of 

the reputation of the appellation of origin or geographical indication in the Contracting 

Party concerned, such use would be likely to impair or dilute in an unfair manner, or take 

unfair advantage of, that reputation; and  

c. any other practice liable to mislead consumers as to the true origin, provenance or nature of 

the goods; and  

d. any of the above uses amounting to the imitation of an AO/GI, even if the true origin of the 

goods is indicated, or if the AO/GI is used in translated form or is accompanied by terms 

such as “style”, “kind”, “type”, “make”, “imitation”, “method”, “as produced in”, “like”, 

“similar” or the like.14 

Legal remedies for the protection of AOs/GIs should allow for proceedings to be brought by a 

public authority or any interested person.15 

These provisions go considerably further than the protections in the TRIPs Agreement. They extend 

the opportunity for high-level protections, which are granted only to wine and spirits in TRIPs, to all 

products. So registered AOs/GIs for all types of products are protected against use on non-

complying products even if such use is not in itself misleading or even in the same language. 

Perhaps the most significant extension of GI protections, however, is in the area of unrelated goods 

and services. Any use of an AO/GI on different goods or services will be prohibited if it suggests a 

connection with the AO/GI and is likely to damage the interests of the AO/GI beneficiaries or 

unfairly dilute, impair or take advantage of a GIs established reputation.  

The effect of this protection is to create a broad penumbra of uncertainty around any use of a 

registered AO/GI in respect of any goods or services at all. The use of “Havana” and Champagne” on 

perfume have been the subject of successful challenges in France (a Lisbon and Geneva signatory),16 

as has the use of “Darjeeling” for advertising and communication services.17 Trade marks that 

explicitly seek to evoke the image and prestige of a reputed GI – as was found in these cases – are 

likely to be highly problematic. But a bright light between what is permitted and what is not will be 

extremely difficult to draw.18 

Relationship with trade marks  

Geneva Act parties are obliged, either ex officio or on request of an interested party, to refuse or 

invalidate the registration of a later trade mark if that registration would be contrary to the 

protections afforded to a registered AO/GI.19 This raises all sorts of interesting questions as to how, 

for example, trade mark authorities in Geneva Act countries might determine issues such as when a 

registration for unrelated goods or service suggests a connection with an AO/GI and when that 

connection might be to the detriment of the interests of AO/GI beneficiaries.  

These protections are ostensibly subject to the “first in time, first in right” rule; they operate without 

prejudice to the rights accruing to prior trade marks, whether registered or acquired through use in 

good faith.20  

Nevertheless, there is an underlying priority for registered AOs/GIs in a scenario where neither the 

registered AO/GI nor a similar or identical trade mark has been used in a given Geneva Act country. 

In such cases, inclusion on the International Register effectively becomes the “first in time”, having a 

superior right over any subsequent trade mark regardless of usage in the market.  

                                                           
14 Art 11(1)&(2), Geneva Act. 
15 Art. 13(4), Geneva Act 
16 Institut National des Appellations d’Origine v Yves Saint Laurent, EIPR D74 (Court of Appeal, Paris 1993); Societe Emprese del Tabaco Cubatabaco v 
Aramis Inc. & Ors. Paris Court of Appeal, 4th Chamber Reg. No. 1998/10814 (17 May 2000) 13 (Unreported). 
17 Tea Board of India v Jean-Luc Dusong, Paris Court of Appeals, 4th Chamber, Reg. No. 05/20050 (22 November 2006) 4 (Unreported). 
18 See the useful discussion at pp162-172 of Gamjee, D. Relocating the Law of Geographical Indications, Cambridge University Press, Cambridge, 2012,  
19 Art. 11(3), Geneva Act. 
20 Art. 13(1), Geneva Act. 
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Relationship with commonly used words 

There are comparatively few protections for commonly used or descriptive words under the Geneva 

Act. Personal names used in the course of trade and plant variety or animal breed denominations are 

excluded from the scope of AO/GI protections provided that they are not used in such a manner as 

to mislead the public.21 

If a word is in generic use prior to the registration of a similar or identical AO/GI in a Geneva Act 

country, then it will continue to be considered generic. However, once included on the International 

Register, AOs/GIs cannot be considered to have become generic, regardless of how they may 

actually come to be used in that country.  

Outside these provisions, the only opportunity for them to be excluded from the effects of 

registration is if conflicting AOs/GIs are refused by the Geneva Act country in which they are being 

used. 

Potential impacts of the Geneva Act 

Given its concerns about the procedural aspects of the Geneva Act negotiations, New Zealand is 

unlikely to become a signatory itself in the foreseeable future. However, there will still be important 

impacts for trade marks and other rights in Geneva Act countries.  

It is almost certain that the Geneva Act will attract a broader membership that its parent, the Lisbon 

Agreement. 52 countries and 2 intergovernmental organizations supported the adoption of the 

Geneva Act, including China, Russia, Mexico and the European Union. While this does not make them 

signatories, it is highly likely that many of those countries and organisations will be giving favourable 

consideration to becoming parties to the agreement. 

For IP practitioners advising clients on trade marks in Geneva Act countries, it will be essential to be 

aware that an internationally registered AO or GI may have acquired priority rights over a trade mark 

even if it has never been used in the market in question; and those rights may extend to goods or 

services unrelated to the protected GI goods.  

The reach of existing Lisbon Agreement protections is already surprisingly broad. A glance over the 

1000 or so registrations shows that they cover everything from wine, spirits and dairy products to tea, 

coffee, fresh and preserved produce, fencing blades, hand-woven carpets, chandelier pendants, 

percussion instruments, tapestries, tobacco products, ceramics and much more – even, somewhat 

inexplicably, mud!  

In a scenario where a major GI holder becomes a party to the Geneva Act – such as the European 

Union which has more than 1400 registered food AOs/GIs, 1600 registered wine AOs/GIs and 340 

registered spirits GIs – it is not difficult to see that the scope for conflicts between GIs and other rights 

could escalate very rapidly. 

Issues involving conflicts between AOs/GIs and trade marks can be highly complicated due to the 

diversity of regulatory approaches to this field of intellectual property as well as the political and 

historical context surrounding many AOs/GIs. John Barker Law offers expert analysis and evidence 

based on many years of experience in this highly specialised field. 

 

About the author: 
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21 Art. 13(2)&(3), Geneva Act. 
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